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re Application of: Kapin et ah 
Serial Number: 09/929,381 
Filed: August 13,2001 
Examiner: J. D. Goldberg 
Group Art Unit: 1614 

For: Method of Treating Angiogenesis-Related 
Disorders 



CERTIFICATE OF MAILING 

1 hereby certify that this correspondence is being 
deposited with the United States Postal Service 
with sufficient postage as First Class Mail in an 
envelope addressed to: Commissioner of Patents, 
P.O. Box 1450, Alexandria, VA 22313-1450 on this 
date: 

Date 

Barbara McKenzie 



Name 



Signature O 



DECLARATION UNDER 37 C.F.R. § 1,131 

Commissioner of Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 
Sir: 

We, MICHAEL A. KAPIN, PH.D., DAVID P. BINGAMAN, PH.D., D.V.M., DANIEL 
A. GAMACHE, PH.D., GUS GRAFF, PH.D. and JOHN M. YANNI, PH.D. hereby say and 
declare as follows: 

1. We are co-inventors of the subject matter and claims that are currently pending in 
the above-identified patent application. 

2. We understand that the Examiner in the referenced case has cited Yaacobi, U.S. 
Patent No. 6,416,777. 



3. Prior to October 21, 1999, we conceived of the idea of using 3-benzoylphenylacetic 
acid derivatives to treat angiogenesis-related disorders. Attached as Exhibit A is a copy of 
slides from a presentation given to colleagues at our place of employment, and assignee of the 
present invention, Alcon Universal Ltd (now known as Alcon, Inc.), in a confidential 
presentation prior to October 21, 1999. 
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Exhibit A demonstrates reduction to practice of the use of a 3-benzoylphenylacetic acid 
derivative to treat angiogenesis-related disorders. 

5. All dates deleted from Exhibit A are prior to October 21, 1999. 

6. Yoseph Yaacobi is not an inventor of the present invention. Commonly owned U.S. 
Patent No. 6,416,777, is directed to ophthalmic drug delivery devices, of which Dr. Yaacobi is 
the inventor, for delivering a variety of drugs to the human eye. It is not directed to the use of 
benzoylphenylacetic acid derivatives to treat angiogenesis-related disorders. 

7. I hereby declare that all statements made herein of my own knowledge are true and 
that all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopardize the validity of the application or any 
patent issued thereon. 



Respectfully submitted, 



Date 



MICHAEL A. KAPIN, PH.D. 





Date 
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Address for Correspondence: 
Alcon Research, Ltd. 
R&D Counsel Q-148 
6201 South Freeway 
Fort Worth, TX 76134-2099 
(817) 551-4321 





Date 



JOHN M. YANNI, PH.D. 



Docket: 1973 US 
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